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1. 

Detailed Action 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-45 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. The claims have been amended to recite " 
an e-mail message to a facsimile device by facsimile transmission over the 
telecommunication network that is not the Internet." The written specification and the 
drawings does not support this new claim limitation. 



Correction is required. 
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2. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-6, 12, 29-33 and 37 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Iwazaki. 

With respect to claim 1 , Iwazaki teaches Internet facsimile gateway device (3, 4,5 
and 1 1 ) connected to a telecommunication network 13 and the Internet, comprising: an 
image transmitting unit 1 1 that transmits image information included in an electronic 
mail message S9 (see figure 3) to a fax device 6, 7 or 8 when said Internet gateway 
device receives an Email message (from server 5) requesting image transmission to 
the fax device (from terminal device 103). Iwazaki teaches a delivery confirmation mail 
creating unit 26 that creates a delivery confirmation message as claimed. See col. 4, 
lines 31-41. Iwazaki teaches a delivery confirmation mail transmitting unit 25 that 
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transmits the delivery confirmation mail message to the original address of the 
message. See S16 of figure 5 and col.|8, lines 25-35 and col. 10, lines 61-67 

With respect to claim 2, Iwazaki teaches the delivery mail message is regulated by a 
DSN, see col. 1 , lines 50-67. Iwazaki teaches a delivery confirmation crating unit that 
creates the message regulated by the DSN notifying a successful image transmission 
(see col. 8, lines 35-43) after the image information transmission by said Internet 
facsimile gateway device (3, 4, 5 and 1 1) is succeeded if said electronic mail message 
request said Internet gateway device to transmit the delivery conformation mail 
message regulated by the DSN notifying the successful image transmission to the 
original address of the E-mail. 

With respect to claim 3, Iwazaki teaches the delivery message is regulated by the 
DSN (see col. 1, lines 50-67) and the delivery confirmation mail creating unit that 
creates the delivery confirmation message regulated by the DSN notifying a failed 
image transmission (see col. 7, lines 50-56) if the mail message requests said Internet 
gateway device to transmit the delivery confirmation mail message regulated by the 
DSN notifying the failed message to the originator of the message. 

With respect to claim 4, Iwazaki teaches the delivery confirmation mail message is 
regulated by a MDN (col. 7, lines 40-56 and col. 8, lines 26-42) and the delivery 
confirmation mail creating unit 26 that creates the deliver confirmation message 
regulated by the MDN, see col. 7,lines 28-38, notifying the successful image 
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transmission (col. 8, lines 26-42) after the image information transmission by said 
Internet facsimile gateway device (3, 4, 5 and 1 1 ) if the mail message requests said 
Internet fax to deliver a message to the originating address of a successful 
transmission. 

With respect to claim 5, Iwazaki teaches the deliver mail message is regulated by 
the MDN, see col. 7, lines 40-56 and col. 8, lies 26-42; and the delivery mail creating 
unit creates the delivery mail message regulated by the MDN notifying the image (col. 
7, lines 50-55) after the transmission by said Internet facsimile gateway device is failed, 
if said electronic mail message requests said Internet fax gateway device to transmit 
the mail message notifying a failed image transmission to the original address. 

With respect to claim 6, this limitation is taught with respect to col. 9, lines 14-21 
and col. 11, line 5 and col. 13, lines 30-35. 

With respect to claim 12, Iwazaki teaches a mail creating unit 1 1 that creates the 
delivery confirmation message that notifies the result of the image transmission (col. 7, 
lines 40-56 and col. 8, lines 26-42), said result including reception ability information of 
the facsimile device received therefrom. Iwazaki teaches transmitting a successful 
transmission message to the original address (see S16 @ figure 5) 
See also figure 6. 
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With respect to claim 29, Iwazaki teaches a fax gateway device, comprising the 
steps of connecting a telecommunication network 11,12 and the Internet 3; 
transmitting image information included in an electronic mail message to a fax device 
6-8 when receiving said electronic mail message (see figure 6) requesting information 
transmission to the fax device; creating a delivery confirmation message via unit 26 
and notifying the result of the completion of the transmission to be sent to an original E- 
mail address if a request is made. See unit 25 and figure 5 step S16. See also col. 8, 
lines 25-35 and col. 10, lines 61-67. 

With respect to claim 30, Iwazaki teaches an E-mail message regulated by a DSN 
(see col. 1 , lines 52-67) including the creation of a mail message via unit 26 regulated 
by the DSN after the mail message is successfully transmitted and if the E-mail 
message requests the Internet fax gateway to transmit the delivery confirmation mail 
message via unit 25 by the DSN (col. 1, lines 52-67) successful image transmission to 
the original address is performed. 

With respect to claim 31 , Iwazaki teaches a method of regulating a message by a 
DSN according to (see col. 1 , lines 50-67). Iwazaki teaches the delivery confirmation 
mail creating unit that creates the delivery confirmation message regulated by the DSN 
notifying a failed image transmission (see col. 7, lines 50-56) if the mail message 
requests said Internet gateway device to. transmit the delivery confirmation mail 
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message regulated by the DSN notifying the failed message to the originator of the 
message. 

With respect to claim 32, Iwazaki teaches wherein the confirmation mail message is 
regulated by a MDN (according to col. 7, lines 40-55) the method comprises the step of 
creating a delivery message regulated by the MDN notifying the successful image 
transmission after the transmission is successful, see col. 8, lines 35-42, to the 
originator of the E-mail message. 

With respect to claim 33, Iwazaki teaches a method of controlling the Internet 
gateway device for creating an E-mail message which is regulated by the MDN, see 
col. 7, lines 40-56 and col. 8, lies 26-42; and the delivery mail creating unit creates the 
delivery mail message regulated by the MDN notifying the image (col. 7, lines 50-55) 
after the transmission by said Internet facsimile gateway device is failed, if said 
electronic mail message requests said Internet fax gateway device to transmit the mail 
message notifying a failed image transmission to the original address. 

With respect to claim 37, Iwazaki teaches a mail creating unit 1 1 that creates the 
delivery confirmation message that notifies the result of the image transmission (col. 7, 
lines 40-56 and col. 8, lines 26-42), said result including reception ability information of 
the facsimile device received therefrom after transmitting a successful transmission 
message to the original address (see S16 @ figure 5). See also figure 6. 
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3. The following is a quotation of 35 uls.C. 103(a) which forms the basis for all 

I 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 9-11, 13, 17, 19,34-36 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Iwazaki. 

With respect to claims 9-1 1 , Iwazaki teaches all of the subject matter upon 
which the claim depends. Iwazaki teaches a network 13 for performing the E-mail 
service. 

What is not specifically taught is the use of a GSTN, PSTN or ISDN. However, 
these networks are art equivalents for the purpose of transmitting E-mail messages 
from a sender to a receiver and would have been contemplated by one of ordinary skill 
in the art. 

The examiner submits that it would have been obvious to one or ordinary skill 
in the art to replace the Internet 13 with anyone of GSTN, PSTN or ISDN networks, 
known in the art, for the purpose of transmitting E-mail messages. 
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With respect to claims 13 and 17, figure 1 of Iwazaki clearly shows transmitting 
messages to an Internet Fax 6-8. It is not clear if the fax is a G2, G3 or G4 machine. 
However, since a fax machine is inclusive of a G3 machine, the Iwazaki reference 
contemplates the use of a G3 machine. Hence, it would have been obvious to use a 
G3 machine as the Internet fax provided in figure 1 of Iwazaki. 

With respect to claim 19, figure 1 of Iwazaki clearly shows transmitting messages to 
an Internet Fax 6-8. It is not clear if the fax is a G2, G3 or G4 machine. However, 
since a fax machine is inclusive of a G4 machine, the Iwazaki reference contemplates 
the use of a G4 machine. Hence, it would have been obvious to use a G4 machine as 
the Internet fax provided in figure 1 of Iwazaki. 

With respect to claims 34-36, Iwazaki teaches , Iwazaki teaches all of the 
subject matter upon which the claim depends. Iwazaki teaches a network 13 for 
performing the E-mail service and transmission over a GSTN, PSTN or ISDN. 

Iwazaki teaches the aforementioned networks are art equivalents for the purpose of 
transmitting E-mail messages from a sender to a receiver and would have been 
contemplated by one of ordinary skill in the art. 

The examiner submits that it would have been obvious to one or ordinary skill 
in the art to replace the Internet 13 with anyone of GSTN, PSTN or ISDN networks, 
known in the art, for the purpose of transmitting E-mail messages. 
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Furthermore, Iwazaki clearly shows transmitting messages to an Internet Fax 6- 
8. It is not clear if the fax is a G2, G3 or G4 machine. However, since a fax machine is 
inclusive of a G3 machine, the Iwazaki reference contemplates the use of a G3 
machine. Hence, it would have been obvious to use a G3 machine as the Internet fax 
provided in figure 1 of Iwazaki. 

With respect to claim 19, figure 1 of Iwazaki clearly shows transmitting messages to 
an Internet Fax 6-8. It is not clear if the fax is a G2, G3 or G4 machine. However, 
since a fax machine is inclusive of a G4 machine, the Iwazaki reference contemplates 
the use of a G4 machine. Hence, it would have been obvious to use a G4 machine as 
the Internet fax provided in figure 1 of Iwazaki. 

4. Claims Objected 

Claims 7, 8, 14-16, 18, 20 would be allowable if rewritten to overcome the 
rejection(s) under 35 U.S.C. 112, 2nd paragraph, set forth in this Office action and to 
include all of the limitations of the base claim and any intervening claims. 
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5. Claims Allowed 

Claims 21-28 would be allowable if rewritten or amended to overcome the 
rejection(s) under 35 U.S.C. 1 12, 1st paragraph, set forth in this Office action. 

Claims 21-28 are allowed for the reason the prior art does not teach or suggest a 
second delivery confirmation mail creating unit that creates a second delivery 
confirmation mail message notifying a result of the image information transmission by 
said Internet facsimile gateway device to the fax device after said image information 
transmission and a second delivery confirmation mail transmitting unit that transmits 
the second delivery confirmation mail message to the original address of said electronic 
mail message." 

Claims 38-45 are allowed for the reason the prior art does not teach or suggest in 
claimed combination, "... creating a second delivery confirmation mail message 
notifying a result of the image information transmission by said Internet facsimile 
gateway device to the facsimile device after said image information transmission; and 
transmitting the second delivery confirmation mail message to the original address of 
said electronic mail message." 
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6. Examiner's Remarks 

Applicant's arguments have been considered but are not persuasive to allow the 
claims. j 

Applicant argues at page 18, that the cited art does not disclose or suggest the 
claimed invention because, According to Iwazaki, the apparatus will not recognize 
the capability request and its behavior is unpredictable." The examiner notes that there 
is no language in claim 1 that addresses a capability request and its behavior. 
Furthermore applicant contends that claims 1 and 29 are distinct over the present 
invention for the reason the prior art does not teach, "... wherein the image-information 
transmitting unit transmits image information included in an electronic mail message to 
a facsimile device by facsimile transmission over the telecommunication network that 
is not the Internet. 

Upon closer view, this limitation does not appear to be supported in the written 
specification nor in the drawings. At least figures 1-3, 12 and 13 suggests that an 
electronic message is transmitted directly over the Internet. See the diagram where 
data is traveling through Internet 101. Moreover, page 41 lines 1-5 of the specification 
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suggests that transmission is over the Internet. The specification does not support that 
transmission is not over the Internet. 



7. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jerome Grant II whose telephone number is 571-272- 
7463. The examiner can normally be reached on Mon-Thur. from 9:00 to 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kimberly A Williams, can be reached on 571-272-7471 . The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




JEROME GRANT II 
PRIMARY EXAMINER 



